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DETAILED ACTION 
Status of Claims 

1 . Due to communications filed 10/3/00, the following is a non-final first office 
action. Claims 1-20 are pending in this application and have been examined on the 
merits. Claims 1-20 have been rejected as follows. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1- 15 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to a non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of : 
(1 ) whether the invention is within the technological arts; and 
— (2) whether the invention produces a useful, concrete, and tangible result. 
For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful art" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim, the recited process must somehow apply, involve, 
use, or advance the technological arts. 
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In the present case, claim 1 is directed to a method for collecting survey 
information relative to a transaction. Claim 1 recites the steps of "receiving transaction 
information related to a transaction, the transaction information including consumer 
information and merchant information", "comparing the consumer information with 
predetermined consumer information", "comparing the merchant information with 
predetermined merchant information", "determining whether to invite the consumer to 
complete a survey related to the transaction". These steps represent mere ideas in the 
abstract since they do not recite any computer technology or physical means to help 
carry out the process. Since no computer technology nor physical means are disclosed, 
claim 1 and all claims that depend from it (Claims 2-9) are therefore found to be non- 
statutory. 

In the present case, claim 10 is directed to a method for collecting survey 
information relative to a transaction. Claim 10 recites the steps of "inviting consumers 
to participate in a survey program", "receiving consumer information from participating 
consumers", "developing historical consumer information for each of the participating 
consumers", "receiving transaction information related to a transaction, the transaction 
information including information relating to the consumer in the transaction", 
"determining, using the information relating to the consumer in the transaction, whether 
the consumer in the transaction is a participating consumer", "determining, using 
historical consumer information, whether to collect survey information from the 
consumer in the transaction". These steps represent mere ideas in the abstract since 
they do not recite any computer technology or physical means to help carry out the 
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process. Since no computer technology nor physical means are disclosed, claim 10 
and all claims that depend from it (Claims 11-15) are therefore found to be non- 
statutory. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-10 and 12-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shkedy (US 6,260,024), and further in view of Pinsley et al (US 
6,070,145). 

As per claim 1, Shkedy discloses: 

receiving transaction information related to a transaction, the transaction 
information^ncluding consumer information and merchant information, (Col. 5, lines 13- 
15, lines 28-30, [buyer identification, specification of item, quantity represents 
transaction data, seller bidding date represents merchant information], Col. 6, lines 8- 
10, [sellers identifying PPOs relevant to their products also represents seller 
information]); 

comparing the consumer information with predetermined consumer information, 
(Col. 5, lines 61-63, [authenticating against the buyer database]); 
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comparing the merchant information with predetermined merchant information, 

(Col. 6, lines 22-23, authenticating the identification of a seller], (Col. 30, lines 1-3, 

[comparing with seller identification database]; 

Shkedy fails to disclose the following, however Pinsley et al discloses: 
determining whether to invite the consumer to complete a survey related to the 

transaction, (Col. 4, lines 9-1 1 , [where the offer is made based on the conclusion of a 

transaction]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to determine whether to invite the consumer to complete a survey 
related to the transaction with the motivation of collecting the owner's views in order to 
get a better idea of how to improve the processing of the transaction. 

As per claim 2, Shkedy discloses: 

wherein the consumer information includes a consumer identification code, and 
the predetermined consumer information includes information relating to consumers 
defihed~as~prospective offerees^ (Col. 5, lines 13-15, [buyer identification], w/ Col. 7, 
lines 26-32, [pre-negotiated seller contract with prospective buyers]). 

As per claim 3, Shkedy discloses: 

wherein the predetermined merchant information includes information relating to 
categories of purchases, and wherein determining whether to invite the consumer to 
complete a survey includes determining whether the transaction corresponds to one of 
said categories of purchases, (Col. 7, lines 33-42, [pre-negotiates a contract, collective 
buyer pool]). 



Application/Control Number: 09/702,045 Page 6 

Art Unit: 3623 

As per claim 4, Shkedy discloses: 

wherein determining whether the transaction corresponds to one of said 
categories of purchases includes determining whether there is an unsatisfied quota of 
survey invitations for the particular type of transaction, (Ab, lines 12-14, [resolve 
disputes]). 

As per claim 5, Shkedy fails to disclosed the following, however Pinsley et al 
discloses: 

wherein determining whether to invite the consumer to complete a survey 
includes determining whether the transaction meets predetermined criteria and is a 
qualifying transaction, (Col. 4, lines 8-11, [conclusion of transaction]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to determine whether to invite the consumer to complete a survey 
including determining whether the transaction meets predetermined criteria and is a 
qualifying transaction with the motivation of filtering out all of the consumers who's 
transaction does not correspond with the questions of the survey. 

As per claim 6, Shkedy fails to disclosed the following, however Pinsley et al 
discloses: 

transmitting to the consumer an invitation to complete a survey relating to the 
qualifying transaction, (Col. 4, lines 48-49, [transmitting]); 

receiving survey information from the consumer relating to the qualifying 
transaction, (Col. 3, lines 5-6, [information collected]);and 

processing the received survey information, (Col. 3, line 62, [processed]). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to transmit a survey, receive the survey information and process 
the received survey information with the motivation of obtaining relevant feedback 
information about a customer's transaction. 

As per claim 7, Shkedy discloses: 

wherein the predetermined consumer information is provided by a party to the 
transaction other than the merchant, (Col. 1, lines 8-12, [intermediary]). 

As per claim 8, Shkedy fails to disclosed the following, however Pinsley et al 
discloses: 

offering processed survey information to a merchant; and granting access to the 
processed survey information to the merchant, (Col. 3, line 6, [information delivered to 
advertiser where the advertiser represents the merchant]. 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to offer and grant access to the processed survey information to 
the merchant with the motivation of allowing the merchant to access customer 
information about the transaction that will help with the improvement of future 
transactions. 

As per claim 9, Shkedy discloses: 

wherein the transaction information includes a transaction record, the transaction 
record being in at least one of an electronic form and a digital form, and receiving 
transaction information includes receiving a set of transaction information regarding 
several transactions, (Col. 13, lines 7-8, [FPO represents the record], Col. 13, lines 31- 
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34, [electronic contract], w/ Ab, lines 7-12, [facilitating transactions by aggregating 
offers]). 

As per claim 10, Shkedy discloses: 

receiving consumer information from participating consumers, (Col. 5, lines 13- 
15, [buyer identification]); 

developing historical consumer information for each of the participating 
consumers, (Col. 10, lines 1-7, [credit history]); 

receiving transaction information relating to a transaction, the transaction 
information including information relating to the consumer in the transaction, (Col. 5, 
lines 13-15, [buyer identification]); 

determining, using the information relating to the consumer in the transaction, 
whether the consumer in the transaction is a participating consumer, (Col. 5, lines 13- 
15, [buyer items]); and 

determining, using the historical consumer information, (Col. 10, lines 1-7, [credit 
history of transactions], 

Shkedy fails to disclosed the following, however Pinsley et al discloses: 

inviting consumers to participate in a survey program, (Col. 4, lines 44-45, 
[offering]); 

determining... whether to collect survey information from the consumer in the 
transaction, (Col. 4, lines 9-1 1 , [offer to participate is made at the conclusion of a 
transaction based on pre-determined criteria]). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to invite consumers to participate in a survey program and to 
determine whether to collect survey information from the consumer in the transaction 
with the motivation of determining if the consumer would be worth keeping and 
performing transactions with. 

As per claim 12, Shkedy discloses: 

wherein the transaction information includes at least one of the category of the 
transaction and the payment amount of the transaction, and determining whether to 
solicit survey information from the consumer in the transaction includes using at least 
one of the category of the transaction and the payment amount of the transaction, (Col. 
5,lines 10-11, [category included in FPO], w/Col. 5, line 67-CoL 6,line 3, [authenticating 
and adding to FPO]). 

As per claim 13, Shkedy fails to disclosed the following, however Pinsley et al 
discloses: 

wherein soliciting survey information includes transmitting a survey invitation to 
the consumer to the transaction, (Col. 4, lines 41-45, [transmitting/offering], and the 
survey invitation includes instructions regarding the survey, (Ab, lines 3-5, [instructions 
into an information document]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to transmit the survey invitation to the consumer and to include 
instructions with the motivation of allowing the consumer to have accessibility to a 
survey that can be easily interpreted. 
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As per claim 14, Shkedy fails to disclosed the following, however Pinsley et al 
discloses: 

wherein the survey invitation includes a survey instrument, (Col. 6, line 31, 
[survey document]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention for the survey invitation to include a survey instrument with the 
motivation of providing something tangible which would assist a user in documented 
answers to survey questions. 

As per claim 15, Shkedy discloses: 

wherein the transaction information includes a transaction record, the transaction 
record being in at least one of an electronic form and a digital form, and receiving 
transaction information includes receiving a set of transaction information regarding 
several transactions, (Col. 13, lines 7-8, [FPO represents the record], Col. 13, lines 31- 
34, [electronic contract], w/ Ab, lines 7-12, [facilitating transactions by aggregating 
offers]). 

As per claim 16, Shkedy discloses: 

a monitoring interface processing transaction information from the transaction, 
(Col. 13, lines 8-9, [central controller {200}], the transaction information including a 
transaction record with information relating to the consumer to the transaction, Col. 13, 
lines 7-8, [FPO represents the record], the transaction record being in at least one. of an 
electronic form and a digital form, Col. 13, lines 31-34, [electronic contract]; 
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a processor analyzing said transaction record relative to stored consumer 
information, (Col. 12, line 2, [processing device]); and 

a participant interface enabling the consumer to the transaction to 
provide... information, (Col. 13, line 10, [buyer interface]); 

the processor determining whether the consumer to the transaction is a 
participant in a survey and determining whether to solicit survey information from the 
consumer to the transaction/provide survey information, (Col. 4, lines 8-1 1 , [offer to 
participate based on selection criteria]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to determine whether the consumer to the transaction is a 
participant in a survey and determining whether to solicit survey information from the 
consumer to the transaction with the motivation of determining if the consumer would be 
worth keeping and performing transactions with. 

As per claim 17, Shkedy discloses: 

wherein the transaction record includes information relating to at 20 least one of 
the category of the transaction and a payment amount of the transaction, and said 
processor determines whether to solicit survey information based on at least one of the 
category of the transaction and the payment amount of the transaction, (Col. 5, lines 10- 
11, [category included in FPO], w/ Col. 5, line 67-Col. 6,line 3, [authenticating and 
adding to FPO]). 

As per claim 18, Shkedy discloses: 
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wherein the information relating to the consumer to the transaction includes an 
identification code for the consumer to the transaction, (Col. 5, lines 1 3-1 5, [buyer 
identification]), and the processor compares identification codes of consumers to 
transactions with predetermined identification codes of participants in the survey, (Col. 

5, lines 61-63, [authenticating buyer identification number against a buyer database]). 

As per claim 19, Shkedy discloses: 

a merchant interface enabling a merchant to access analyzed survey information, 
(Col. 1 1 , line 22, [seller interface {300}). 
As per claim 20, Shkedy discloses: 

wherein the stored consumer information is provided by a party to a transaction 
other than the merchant, (Col. 1, lines 8-12, [intermediary]). 

6. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shkedy 
(US 6,260,024), and further in view of Pinsley et al (US 6,070,145), and further in view 
of Kurland et al (US 4,603,232). 

"As per claim 1 1, "Shkedy discloses: 

wherein the information relating to the consumer in the transaction includes a 
consumer identification code, (Col. 5,lines 13-15, [buyer identification]) 

Both Shkedy and Pinsley et al fail to disclose, however Kurland et al discloses: 
and the historical consumer information includes at least one of the number of 
invitations sent to the consumer and the number of surveys completed by the 
consumer, (Col. 7, lines 24-37, [mail-out-count/quota]). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to keep track of the number of invitations sent to the consumer and 
the number of surveys completed by the consumer with the motivation of determining 
the customers that need more attention. 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Akiba K Robinson-Boyce whose telephone number is 
703-305-1340. The examiner can normally be reached on Monday-Friday 8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on 703-305-9643. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-746-7238 
[After final communications, labeled "Box AF"], 703-746-7239 [Official Communications], 
and 703-746-7150 [Informal/Draft Communications, labeled "PROPOSED" or "DRAFT"]. 

Any inquiry of a general nature or relating to_the_ status of ±his_application or_ . _ _ 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3900. 



Conclusion 




A. R. B. 

December 1 1 , 2003 
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